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1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1,15,16,18,19, are rejected under 35 USC 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two prong test of: 

1 . Whether the invention is within the technological arts; and 

2. Whether the invention produces a useful, concrete, and tangible result. 
For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere idea in the abstract (i.e. abstract ideas, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e. physical sciences as opposed 
to social sciences for example), and therefore are found to be non-statutory subject 
matter. For a process claim to pass muster, the recited process must somehow apply, 
use or advance the technological arts. 

In the present case, claims 1,15,16,18,19, only recite an abstract idea. The 
recited steps do not apply, involve, use, or advance the technological arts since all of 
the recited steps can be done with no technology at all. 

For claim 1 , due in part to the indefiniteness of the scope of the claim language 
(which will be addressed under 35 USC 1 12,2 nd ), the examiner feels that using the 
broadest reasonable interpretation for the claim language, claim 1 is not statutory. The 
reason is that the means for accessing the weight could be a person asking the user for 
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their weight and the step of assigning the weight into categories can be done mentally. 
The ski indicia is just like a limitation to data. For this reason the scope of claim 1 
includes the situation where the means language is a person and the indicia is not a 
tangible physical thing, so the claim is drawn to nonstatutory subject matter (people and 
indicia). 

For claim 15,16,18,19, the claims do not require the use of any technology and 
are not statutory. All of the recited steps could be done mentally or vocally, which is not 
considered to be statutory subject matter. The use of a chart in claim 16 is not a 
recitation of technology that would render the claim statutory. A chart is just a piece of 
paper with written matter, which is not considered technology. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-1 1,15-20, are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

For claim 1 , the examiner is not clear as to what the scope of the claim is overall. 
The scope of the language concerning the "means for accessing the unannounced 
weight of the user" and the "means for assigning said accessed user weight into one of 

a set to said selected user weight range" does not appear to be limited in the instant 

specification. One could argue that the means language of claim 1 could be a person. 
A person could ask for a user's weight by whispering and then could mentally assign it 
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to a weight range category. Is the means language broad enough to read on this type 
of interpretation? The scope of this language is not clear to the examiner. 

For claim 2, how can a chart be a means to "access an unannounced weight"? 
How is the chart capable of accessing anything at all? A chart is a piece of paper with 
written matter on it. How can the function of the means language be performed by 
paper? The positive recitation of a chart is in contradiction to the functional part of the 
means language because it does not appear that the chart can do what is claimed. 
Also, if the user can compare an announced weight, when known, if the weight is known 
it has to have been announced at some point in time, so how can it be called an 
announced weight? 

For claim 3, the preamble states "The system of claim 1, further comprising:" 
which means that the following limitations are in addition to what has already been 
claimed. Then applicant recites a weighing station and platform but then goes on to say 
that the limitation of "means for accessing the unannounced weight" is the weighing 
station and the platform. The language "further comprising" is in contradiction to 
language that says the limitation of claim 3 is a limitation from claim 1, (two different 
recited elements are not the same thing?). 

For claim 4, if the user can input their weight into the user interface, if the weight 
is known to the user it has to have been announced at some point in time, so how can it 
be called an announced weight? This dose not make any sense. 

For claim 1 5-20, if one is to access the weight of a user, how can this be done 
without disclosing the weight? If a user steps on a scale, the physical act of stepping on 
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the scale is a disclosure of the weight. It is not a verbal disclosure but the weight is 
disclosed by stepping on the scale. The portion of the claim that recites accessing 
unannounced weight without disclosing the weight is indefinite and makes no sense. 

5. The following is a quotation of the appropriate paragraphs of 35 U.SC 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 12-14 are rejected under 35 U.S.C. 102(b) as being anticipated by a ski 
rental shop at any ski resort. 

For claims 12-14, with respect to the language "designed for use with" and the 
associated language describing the means for accessing and the means for assigning, 
this is simply the intended use of the skis and has not been given patentable weight 
other than to the extent that a group of skis of the prior art can be used in a system as 
recited. Claim 12 is just directed to a group of skis, where the means for accessing and 
means for assigning is not part of the claimed invention in claim 12. Claim 12 reads on 
a collection of skis at a ski shop. The examiner takes "Official Notice" that a collection 
of skis with indicia on the skis, such as length, were known more than one year before 
the filing date of this application. The instant examiner has personally skied in Vermont, 
NY State, Quebec, Canada and every one of those places had a collection of skis with 
indicia written on them. With respect to the limitation about the ski indicia, this is just 
interpreted to be written matter. Because the means for accessing and means for 
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assigning are not part of claim 12, reciting that the indicia of the skis corresponds to an 
unclaimed element (namely the encrypted weight indicator) is meaningless. 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Schneider (5123494) and Jones et al. (5157601) disclose a 
method where a weight is accessed and is encoded in some manner. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 703-308-2262. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703-308-2702. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 



